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A Comparative Research on Product-by-
Process Claims
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Abstract

Patents were maily used in manufacuturing indusrties. The
inventuon therein could be easily described by physical, chemical and
other measurable characteristics of the products. With the extention
of the industry concept into the fields of bio-technology and
chemestry, some products can not be fully dsscribed by their physical
or structural characteristics. As a consequence, patent claims need to
have product-by-process type claims in addition to traditional product
claims and process claims.

Product-by-process claims are dealt with more equally in patent
prosectuion and validity proceedings, but quite differently in
infringement proceedings by American, German, and Japanese law.
The differences are useful for our reference, so that they are needed to
be introduced.

There 1is, however, an international disagreement in their
treatment in infringement proceedings: American law uses the
production process to define the product in construing claims, so that
it only gives the claim a relative protection. By contrast, German and
Japanese law treat product-by-process claims as product claims, so as
to give them an absolute protection. That is because American law is
more lenient in allowing the use of product-by-process claim in patent
prosecutions, but German and Japanese law are more strict in the use
of product-by-process claim.

It is submitted that product-by-process claims can be treated as
product claims when it is inevitable in their use to apply for patents in

Taiwan. When it is only optional or only for convenience sake to use
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the product-by-process claim to obtain the patent, the patent
protection should only be relative, rather than absolute like product

claims.

Keywords : patent, claim, product claim, process claim, product-by-
process, specification, patent prosecution, patent
infringement
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